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DETAILED ACTION 

Request for Continued Examination 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on 09/18/09 has been entered. 

2. Claims 1, 6, 7, 16 and 29 are cancelled. The currently pending claims are Claims 2-5, 8-15, 
17-28 and 30. 

The IDS filed 09/18/09 has been considered. An initialed copy accompanies this action. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 2-5, 8-15, 17-28 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

It is noted that based on Supreme Court precedent and recent Federal Circuit decisions, 
the Office's guidance is that a § 101 process must (1) be tied to another statutory class (such as 
a particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. If neither of these requirements is met by the claim, the 
method is not a patent eligible process under § 101 and should be rejected as being directed to 
nonstatutory subject matter. See Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 
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437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. 
Deener, 94 U.S. 780,787-88 (1876). In the instant case, the underlying elements of the system 
of claims 2-5, 8-14 such as indexer and scorer and the method of claims 15, 17-28 are directed 
to manipulations of data via algorithms without inducing any change in an article or a material. 
For example, applicants' specification seems to indicate that the functional elements are 
software-based (see page 7, line 1 et seq.). 

Claim Rejections - 35 USC §103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 2-5, 8, 12-15, 17-19, 21, 22, 26-28 and 30 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Mitsubishi (JP 2002-073680 - cited in IDS of 09/18/09; translation 
provided by applicants and attached machine-based translation are referenced from hereon). 

Claim 2: Mitsubishi discloses a system for automatically targeting Web-based 
advertisements, comprising: 

(a) an indexer to identify advertisements relative to a query, wherein identified 
advertisements describe characteristics relative to at least one of a product and a service (§ 
81, 84, 86, 102, 105 and fig 20); 

(b) a scorer to score the advertisements according to match between the query and the 
characteristics of the identified advertisements (§87-90); and 

(c) a targeting component to provide at least some of the advertisements as Web-based 
content (§94, 101 and fig 20), wherein a numerical score is assigned to the identified 
advertisements based on a degree of the match (§86-90). 
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Mitsubishi discloses the claimed invention but does not explicitly disclose the numerical 
scoring system. Mitsubishi teaches the degree of matching between a search query term 
and respective word vectors registered in the advertising information database via arithmetic 
calculations (§ 88) and the use of numerical cutoffs ($72). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the system 
as taught by Mitsubishi, with using numerical element to evaluate the degree of matching 
since it was known in the art that numerical values are used to provide a quantitative 
evaluation. Furthermore, Mitsubishi teaches the use of a vector product as an evaluation 
tool and it is noted that the result of vector product is usually a scalar. 

Claim 3: Mitsubishi discloses a system according to claim 2, wherein the numerical score is 
determined relative to at least one of a content match and a categorical match (§90). 

Claim 4: Mitsubishi discloses a system according to claim 2, further comprising: a sorter to 
sort at least some of the identified advertisements by the numerical score (§86-90). 

Claim 5: Mitsubishi discloses a system according to claim 4, further comprising: a selector to 
select at least some of the sorted identified advertisements relative to a predefined threshold 
(§86-90). 

Claim 8: Mitsubishi discloses a system for automatically targeting Web-based 
advertisements, comprising: 

(a) an indexer to identify advertisements relative to a query, wherein identified 
advertisements describe characteristics relative to at least one of a product and a service (§ 
81, 84, 86, 102, 105 and fig 20); 
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(b) a scorer to score the advertisements according to match between the query and the 
characteristics of the identified advertisements (§86-90); and 

(c) a targeting component to provide at least some of the advertisements as Web-based 
content (§94, 101 and fig 20), 

(d) a ranker to rank the identified advertisements using a selection criteria and ordering at 
least some of the ranked identified advertisements (§86-90); and 

(e) a selector to select at least some of the ordered identified advertisements relative to a 
ranking cutoff (§86-90). 

Mitsubishi discloses the claimed invention but does not explicitly disclose the ranking 
hierarchy. Mitsubishi teaches the degree of matching between a search query term and 
respective word vectors registered in the advertising information database via arithmetic 
calculations (§ 86-90) and the use of numerical cutoffs prior to select the advertisement to 
be shown ($72). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the system as taught by Mitsubishi, with using a 
ranking hierarchy to evaluate the degree of matching since it was known in the art that 
numerical values are used to provide a quantitative evaluation - how else would the system 
select the proper advertisement relative to a cutoff except via ranking relative to a cutoff? 

Claim 12: Mitsubishi discloses a system according to claim 2, further comprising: an 
advertising creative generator to generate an advertising creative based on the 
characteristics of at least one such identified advertisement (§92). 

Claim 13: Mitsubishi discloses a system according to claim 12, wherein the advertising 
creative is provided as part of the at least some of the advertisements (§92). 
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Claim 14: Mitsubishi discloses a system according to claim 12, wherein the advertising 
creative is provided as at least one of a hint provided with at least one such identified 
advertisement, predefined text, a precomputed advertising creative, and a cached 
advertising creative (§92). 

Claim 15: Mitsubishi discloses a method for automatically targeting Web-based 
advertisements, comprising: 

(a) identifying advertisements relative to a query, wherein identified advertisements 
describe characteristics relative to at least one of a product and a service (§ 81, 84, 86, 102, 
105 and fig 20); 

(b) scoring the advertisements according to a degree of a match between the query and the 
characteristics of the identified advertisements (§86-90); and 

(c) providing at least some of the advertisements as Web-based content (§94, 101 and fig 
20). 

Mitsubishi discloses the claimed invention but does not explicitly disclose the numerical 
scoring system. Mitsubishi teaches the degree of matching between a search query term 
and respective word vectors registered in the advertising information database via arithmetic 
calculations (§ 88) and the use of numerical cutoffs ($72). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the system 
as taught by Mitsubishi, with using numerical element to evaluate the degree of matching 
since it was known in the art that numerical values are used to provide a quantitative 
evaluation. Furthermore, Mitsubishi teaches the use of a vector product as an evaluation 
tool and it is noted that the result of vector product is usually a scalar. 
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Claim 17: Mitsubishi discloses a method according to claim 15, further comprising: 
determining the numerical score relative to at least one of a content match and a categorical 
match (§86-90). 

Claim 18: Mitsubishi discloses a method according to claim 15, further comprising: sorting at 
least some of the identified advertisements by the numerical score (§86-90). 

Claim 19: Mitsubishi discloses a method according to claim 18, further comprising: selecting 
at least some of the sorted identified advertisements relative to a predefined threshold (§88). 

Claim 21: Mitsubishi discloses a method according to claim 15, further comprising: ranking 
the identified advertisements using a selection criterion; and ordering at least some of the 
ranked identified advertisements. Mitsubishi discloses the claimed invention but does not 
explicitly disclose the ranking hierarchy. Mitsubishi teaches the degree of matching 
between a search query term and respective word vectors registered in the advertising 
information database via arithmetic calculations (§ 86-90) and the use of numerical cutoffs 
prior to select the advertisement to be shown ($72). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the system as 
taught by Mitsubishi, with using a ranking hierarchy to evaluate the degree of matching 
since it was known in the art that numerical values are used to provide a quantitative 
evaluation - how else would the system select the proper advertisement relative to a cutoff 
except via ranking relative to a cutoff? 
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Claim 22: Mitsubishi discloses a method according to claim 21, further comprising: selecting 
at least some of the ordered identified advertisements relative to a ranking cutoff (§86-90). 

Claim 26: Mitsubishi discloses a method according to claim 15, further comprising: 
generating an advertising creative based on the characteristics of at least one such 
identified advertisement (§92). 

Claim 27: Mitsubishi discloses a method according to claim 26, further comprising: providing 
the advertising creative as part of the at least some of the advertisements (§92). 

Claim 28: Mitsubishi discloses a method according to claim 26, further comprising: providing 
the advertising creative as at least one of a hint provided with at least one such identified 
advertisement, predefined text, a precomputed advertising creative, and a cached 
advertising creative (§92). 

Claim 30 describes the apparatus of the method of claim 15; thus the prior art of Mitsubishi 
referenced in claim 15 is used in the rejection of claim 30. 

7. Claims 9-11, 23, 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mitsubishi (2003/0050863) in view of Radwin (US 2003/0050863 and Elderling (US 
6216129). 

Claims 9-11: Mitsubishi discloses a system according to claim 8, but does not explicitly 
disclose further comprising: an evaluator and selector to evaluate the selection criteria 
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based on at least one of a fixed cost, variable cost, and random factor associated with one 
or more of the identified advertisements. 

It is noted that Mitsubishi teach the feature of cost evaluation (§95-100). In an analogous 
art, Radwin teach the feature of fixed and variable cost evaluation (§3, 4) and Elderling 
teach the feature of cost evaluation based on the degree of matching (col 11, line 1-11 and 
col 13, lines 55-67). It would have been recognized that applying the technique of cost 
evaluation related to the degree of matching to the teachings of cost evaluation related to 
the degree of matching would have yielded predictable results because the level of ordinary 
skill in the art demonstrated by the references applied shows the ability to such cost 
evaluation features into similar systems. Further, the valuation feature would have been 
recognized by those of ordinary skill in the art as resulting in an improved system that would 
allow for an effective pricing and selection schematic. 

Claims 23-25: Mitsubishi discloses a method according to claim 21, but does not explicitly 
disclose further comprising: evaluating the selection criteria based on at least one of a fixed 
cost, variable cost, and random factor associated with one or more of the identified 
advertisements and selecting the advertising material based on the evaluation. 
It is noted that Mitsubishi teach the feature of cost evaluation (§95-100). In an analogous 
art, Radwin teach the feature of fixed and variable cost evaluation (§3, 4) and Elderling 
teach the feature of cost evaluation based on the degree of matching (col 11, line 1-11 and 
col 13, lines 55-67). It would have been recognized that applying the technique of cost 
evaluation related to the degree of matching to the teachings of cost evaluation related to 
the degree of matching would have yielded predictable results because the level of ordinary 
skill in the art demonstrated by the references applied shows the ability to such cost 
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evaluation features into similar systems. Further, the valuation feature would have been 
recognized by those of ordinary skill in the art as resulting in an improved system that would 
allow for an effective pricing and selection schematic available to the advertisers. 

8. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mitsubishi 
(2003/0050863) in view of Radwin (US 2003/0050863). 

Mitsubishi discloses a method according to claim 15, but does not explicitly disclose further 
comprising: filtering based on country, locale, language or daily budget. 
In an analogous art, Radwin discloses the use of demographic profiling in the art (page 2, 
parag. 7). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the method as taught by Mitsubishi, with a filter for specific 
characteristics and features since it was known in the art that a filter to filter the identified 
advertisements relative to at least one of a country, locale, language, and daily budget is 
used to enhance the efficiency of the targeted advertisement by focusing the selection and 
ensuing delivery of the advertisement to users who are more likely to purchases the items 
advertised. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to TRI V. NGUYEN whose telephone number is (571)272-6965. The 
examiner can normally be reached on M-F 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9 and Eric Stamber can be 
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reached on (571 ) 272-6724. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IT. V. N./ 

Examiner, Art Unit 1796 
November 10, 2009 



/Eric W. Stamber/ 

Supervisory Patent Examiner, Art Unit 3622 



